Appl.No. 10/681,252 
Response to Office Action of April 6, 2006 
Attorney Docket No. 25748 

REMARKS 

Claims 1 - 4, 6, 8, 10, 12, and 14 - 20 presented for reconsideration and further 
examination in view of the foregoing amendments and following remarks. 

In the outstanding Office Action (hereinafter referred to as "the April 6 Office Action"), the 
Examiner rejected claims 1 -4, 6, 8, 10, and 14 -20 under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 4,965,596 to Nagoshi et al. (hereinafter referred to as "the Nagoshi et al. '596 
patent"), and rejected claim 12 under 35 U.S.C. §103(a) as being unpatentable over the Nagoshi et 
al. '596 patent in view of Japanese Patent 4-20 1353 A to Fukui et al. (hereinafter referred to as "the 
Fukui et al. '353A Patent"). 

By this Response and Amendment, 

claims 1 and 17 have been amended to more clearly recite that the reservoir tank is 
configured to temporarily store waste ink generated by a printing head, and that the printing head 
(not the reservoir tank) is configured to jet ink onto the printing paper; and, 

as amended, the anticipation and obviousness rejections have been traversed. 

It is respectfully submitted that the above amendments do not introduce any new matter to 
this application within the meaning of 35 U.S.C. § 132. Support for the amendments to claims 1 and 
17 can be found in the claims as originally filed, and in the specification, from page 1 1 line 24 to 
page 12 line 5, which reads "The print heads 2a, 2b, 2c, 2d print by emitting a jet of the 
ink. . .supplied by the ink tanks. . .onto printing paper. . .The reservoir tank 3 holds temporarily waste 
ink discharged on the purge tray 6 during the process of the cleaning operation carried out to the 
printing heads..." 
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REJECTION UNDER 35 U.S.C. 102 

In the outstanding Office Action, claims 1 - 4, 6, 8, 10, and 14-20 were rejected under 
35 U.S.C. 102(b) as being anticipated by the Nagoshi et al. '596 patent. 

RESPONSE 

Claims 1 and 17 have been amended to more clearly recite that the reservoir tank is 
configured to temporarily store waste ink generated by a printing head, and that the printing head 
(not the reservoir tank) is configured to jet ink onto the printing paper. As amended, Applicant 
respectfully traverses the Examiner's rejections. 

For a reference to anticipate an invention, all of the elements of that invention must be 
present in the reference. The test for anticipation under section 102 is whether each and every 
element as set forth in the claims is found, either expressly or inherently, in a single prior art 
reference. Verdegaal Bros. V. Union Oil Co. of California, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987. The identical invention must be shown in as complete detail as is contained in the claim. 
Richardson v. Suzuki Motor Co., 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The elements must 
also be arranged as required by the claim. In re Bond, 15 USPQ2d 1566 (Fed. Cir. 1990). 

Amended claim 1 recites "an apparatus for ink-jet recording" comprising, inter alia, "a 
reservoir tank configured to temporarily store waste ink generated by a printing head" (emphasis 
added), and amended claim 17 recites "a method for controlling an apparatus for ink-jet 
recording" comprising, inter alia, "controlling the discharging unit to discharge waste ink of a 
predetermined quantity stored in the reservoir tank into the empty waste ink tank discriminated." 
(emphasis added) 



8 



Appl.No. 10/681,252 
Response to Office Action of April 6, 2006 
Attorney Docket No. 25748 



Contrastingly, the Nagoshi et al. '596 patent is drawn to an ink-jet recording apparatus 
with (1) a pump 27 which sucks unnecessary ink and air from a recording head, and (2) an ink 
path D which connects the pump to an ink absorbent member 125BK-2. (The Nagoshi et al. 
'596 patent, col. 5, lines 12 - 15). 

The Nagoshi et al. '596 patent does not disclose, teach, or suggest "a reservoir tank 

configured to temporarily store waste ink". (Present Application, Claim 1) In the April 6 Office 

Action, and in the previous Office Action of November 15, 2005, the Examiner has made the 

naked assertion that element 26 is "a reservoir tank. . .configured to discharge ink to the waste 

ink tank." However, Applicant has conducted an in-depth analysis of the Nagoshi et al. '596 

patent and has failed to find evidence of element 26 serving as a reservoir tank. In particular, the 

Nagoshi et al. '596 patent refers to element 26 as a "head recovery device" (the Nagoshi et al. 

'596 patent, col. 4, line 31) which houses pump 27 (see Fig. 1), and which caps the recording 

heads 20. As the Nagoshi et al. '596 patent states at column 4, lines 31-47, 

A head recovery device 26, provided at an end of the moving path of the 
recording heads 20 outside the recording range thereof, for example at a home 
position, can perform an operation of capping the recording heads 20BK-20C 
respectively with caps 26BK-26C and an operation of retracting the caps from the 
moving path of the recording heads 20, by the suitable construction of the 
transmission mechanism 23, in response to the function of the ASF motor 22. An 
emission recovery process, such as the removal of viscofied ink from the nozzles, 
can be achieved by sucking the ink with suitable suction means provided in the 
head recovery device 26, thereby forcedly expelling the ink from the nozzle 
orifices, in relation to the capping operation of the head recovery device 26 on the 
recording heads, 20. Also the recording heads can be protected by the capping 
after the end of a recording operation. 

Therefore, it can be seen that the Nagoshi et al. '596 patent nowhere suggests that the 
head recovery device is at all able to "temporarily store waste ink generated by a printing head." 
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(Present Application, Claim 1) The Nagoshi et al. '596 patent does not disclose, teach, or suggest 
that waste ink is "stored in [a] reservoir tank" (Present Application, Claim 17), or is stored 
anywhere at all. Rather, in the Nagoshi et al. '596 patent, ink path D transfers ink directly from 
the pump to the ink absorbent members, where waste ink is finally stored. 

As the Nagoshi et al. '596 patent does not disclose, teach, or suggest "a reservoir tank 
configured to temporarily store waste ink generated by a printing head," Applicant asserts that 
amended claim 1 is patentable over the Nagoshi et al. '596 patent for at least the above reasons. 
As the Nagoshi et al. ' 596 patent does not disclose, teach, or suggest the step of "controlling the 
discharging unit to discharge waste ink of a predetermined quantity stored in the reservoir tank 
into the empty waste ink tank discriminated," Applicant asserts that amended claim 17 is 
patentable over the Nagoshi et al. '596 patent for at least the above reasons. And, due to the fact 
that dependent claims are deemed to contain all of the limitations of the independent claims from 
which they depend, Applicant asserts that claims 2 - 4, 6, 8, 10, 14-16, and 18-20 are patentable 
over the Nagoshi et al. '596 patent for at least the same reasons as claims 1 and 17. 

Accordingly, reconsideration and withdrawal of the rejections is respectfully requested. 

REJECTION UNDER 35 U.S.C. §103 

The Examiner rejected Claim 12 under 35 U.S.C. 103 over the Nagoshi et al. '596 patent, 
taken in view of the Fukui et al. '353A patent. 

RESPONSE 

Claim 1, from which claim 12 depends, recites "a reservoir tank configured to 
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temporarily store waste ink generated by a printing head." 

Applicant respectfully traverses the Examiner's rejections to the claims dependent from 
Claim 1. Applicant herein incorporates the above arguments with respect to the Nagoshi et al. 
'596 patent. 

The Fukui et al. C 353A patent teaches a recovery process in which the capacity of waste 
tanks is checked, and then the consumption quantity of inks for respective colors is respectively 
obtained. A suction pump transfers waste ink through a switching valve and into a waste liquid 
tank, (see The Fukui et al. C 353A patent, abstract). 

The Fukui et al. '353A patent fails to cure the deficits of the Nagoshi et al. '596 patent, as 
it fails to disclose, teach, or suggest "a reservoir tank configured to temporarily store waste ink 
generated by a printing head." Like the Nagoshi et al. '596 patent, the Fukui et al. '353 A patent 
recites that waste ink is transferred directly from recording heads to a waste liquid tank. 

Thus, as the Fukui et al. '353A patent fails to cure the deficits of the Nagoshi et al. '596 
patent, Applicant submits that the Examiner has not met his burden of establishing a prima facie 
case of obviousness. 

- Further, Applicant submits that the Examiner has made no response to the amendments to 
claim 12 and to arguments below, first set forth in the response of February 6, 2006, in which 
this rejection was first traversed. The Fukui et al. '353A patent was cited as teaching the waste 
ink tank is configured as a sealing structure. Applicant does not see this feature in the Fukui et 
al. '353A patent. In contrast, the Fukui et al. '353A patent states that waste tanks are set so that 
the waste is distributed in proportion with the capacity of each waste tank and ink consumption 
quantity. Switching of the discharge to the tanks is based on tank capacity, and not in 
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with a level stored in memory. Therefore, the Fukui et al. '353A patent controls fluid spillage 
based on tank capacity rather than by describing sealing. 

In order to clarify this distinction, claim 12 has been amended to recite, "... the waste ink 
tank includes a pouring mouth configured as a sealing structure." 

For at least these additional reasons, Applicant submits that the Examiner has not met his 
burden of establishing a prima facie case of obviousness. 

Accordingly, Applicant respectfully requests that the Examiner reconsider and withdraw 
the outstanding rejections. 



In light of the foregoing, Applicant submits that the application is now in condition for 
allowance. If the Examiner believes the application is not in condition for allowance, Applicant 
respectfully requests that the Examiner contact the undersigned attorney if it is believed that such 
contact will expedite the prosecution of the application. 



CONCLUSION 



Respectfully submitted, 

NATH & ASSOCIATES PLLC . 




112 South West Street 
Alexandria, VA 22314-2891 
Tel: 703-548-6284 
Fax: 703-683-8396 



Gregory B. Kang 
Registration No. 45,273 
Customer No. 20529 
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